Appl. NO. 10/685,631 

Amdt. dated Nov. 21, 2005 

Reply to office action of Aug. 23, 2005 



Docket No.: EH-11057 (03-545) 



REMARKS /ARGUMENTS 

Re -examination and favorable reconsideration in light of 
the above amendments and the following comments are respectfully 
requested. 

Claims 1-24 are pending in the application. Currently, 
all claims stand rejected. 

By the present amendment, claims 1, 3-5, 8-10, 14-19 
and 24 have been amended; claims 2, 13, and 20 - 23 have been 
cancelled; and new claim 25 has been added to the case. 

In the office action mailed August 23, 2005, claims 2, 15, 
18, and 24 were rejected under 35 U.S.C. 112, second paragraph 
as being indefinite; claims 1, 5 - 7 and 18 were rejected under 
35 U.S.C. 102(b) as being anticipated by U.S. Patent No. 
4,287,932 to Schneider; claims 1, 2, 5-10, and 18 were 
rejected under the judicially created doctrine of obviousness 
type double patenting over U.S. Patent No. 6,637,500 to Shah; 
claims 1-10 were rejected under 35 U.S.C. 103(a) as being 
unpatentable over Scheider or U.S. Patent No. 3,011,233 to 
Kirtchik in view of U.S. Patent No. 3,390,013 to Rubisch; claims 
11 and 12 were rejected under 35 U.S.C. 103(a) as being 
unpatentable over Schneider in view of Kirtchik in view of 
Rubisch and further in view of U.S. Patent No. 5,308,806 to 
Maloney et al . ; claim 12 is rejected under 35 U.S.C. 103(a) as 
being unpatentable over Schneider or Kirtchik in view of U.S. 
Patent No. 5,270,112 to Lukco et al . ; claims 13 - 17 and 19 - 23 
were rejected under 35 U.S.C. 103(a) as being unpatentable over 
Schneider or Kirtchik in view of U.S. Patent No. 3,837,894 to 
Tucker, Jr.; and claim 24 was rejected under 35 U.S.C. 103(a) as 
being unpatentable over Schneider or Kirtchik in view of U.S. 
Patent No. 5,472,795 to Atita. 
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The foregoing rejections are traversed by the instant 
response . 

With regard to the rejection of claims 2, 15, 18 and 24 on 
indef initeness grounds, the rejection of claim 2 is now moot in 
view of its cancellation. The rejection of claim 15 is also moot 
since MCrAlY has been cancelled from the claim. With regard to 
claims 18 and 24, the Examiner's position is in error. An etched 
surface is a physical characteristic of the refractory metal 
core and is present even though the core is covered by a 
coating. The Examiner is requested to withdraw the rejection of 
these claims. 

With regard to the anticipation rejection of claims 1, 5 - 
7, and 18 over Schneider, this rejection is now moot in view of 
the amendments to the claims. Claim 1 now includes the subject 
matter of claim 2 . Claim 5 has been amended to depend from new 
claim 25. It is submitted that Schneider does not teach or 
suggest the subject matter of new claim 25. For this reason, 
claim 5 is allowable. Claims 6 and 7 are allowable for the same 
reasons as claim 1 as well as on their own accord. Claim 18 is 
allowable because Schneider does not teach or suggest an etched 
surface on the refractory metal core . 

The rejection of claims 1, 2, 5-10 and 18 on the grounds 
of obviousness type double patenting is fatally flawed. First, 
the Examiner has not explained any basis for the conclusion as 
to why the claims are not patentably distinct. Second, the 
Examiner has not stated what would motivate one of ordinary 
skill in the art to remove the at least one ceramic element set 
forth in claims 1 and 14 of the '500 patent. 

With regard to the rejection of claims 1-10 over 
Schneider or Kirtchik in view of Rubisch, it is noted that 
Rubisch discloses a coating which includes a plurality of oxides 
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and a getter substance (see column 2, lines 19 - 47) . Claim 1 is 
allowable because Rubisch does not teach or suggest a coating 
consisting of aluminum silicate. Claim 3 is allowable because 
Rubisch does not teach or suggest a coating consisting of a 
layer formed from a silicide. Claim 4 is allowable because 
Rubisch does not teach or suggest a coating consisting of 
zirconium silicate. Claims 8-10 are allowable because Rubisch 
does not teach or suggest the claimed coatings. Therefore, even 
if Kirtchik or Schneider was modified according to the teachings 
of Rubisch, the combination would not meet the limitations of 
the claims. For this reason, the rejection should be withdrawn. 

Claims 11 and 12 are allowable as presented. The rejection 
made by the Examiner makes no sense. There is no explanation as 
to why one of ordinary skill in the art would first apply the 
Rubisch coating to the substrate of Kirtchik or Schneider and 
then modify the Rubisch coating according to the teachings of 
Maloney. Neither claim 11 nor claim 12 calls for the coating to 
include molybdenum silicide. Therefore, there is no reason to 
modify a molybdenum silicide coating to alter the coefficient of 
thermal expansion. For this reason, one of ordinary skill in the 
art would not be motivated to combine the references in the 
manner suggested by the Examiner. 

As for the rejection of claim 12 over Schneider or Kirtchik 
in view of Lukco et al . , it is submitted that one of ordinary 
skill in the art would not combine the references in the manner 
suggested by the Examiner. There is nothing which would motivate 
one of ordinary skill in the art to first treat the refractory 
metal core of either Schneider or Kirtchik with an Al-O-N layer 
and then add silicon carbide to coat the Al-O-N layer. This is 
particularly true since the Lukco et al . reinforcement material 
is not intended to be used in a casting system. 
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With regard to the rejection of claims 13 - 17 and 19 - 23 
over Schneider or Kirtchik in view of Tucker, Jr., claims 14 - 
16 have been placed into independent form. Tucker, Jr. et al . 
requires that the undercoat have at least two materials 
deposited on the substrate. Claim 14 is allowable because it 
says that the layer is formed from "a metal" . The layer in 
Tucker, Jr. et al is formed from two materials and thus can not 
meet this claim limitation. Thus, even if Kirtchik or Schneider 
were modified as suggested by the Examiner, the claim 
limitations would not be met. Claim 15 is allowable for a 
similar reason. Claim 15 calls for "an intermetallic" , not two 
intermetallics . Thus, even if Kirtchik or Schneider were 
modified as suggested by the Examiner, the claim limitations 
would not be met. Claim 16 is allowable because it calls for w a 
material", not two materials. Thus, even if Kirtchik or 
Schneider were modified as suggested by the Examiner, the claim 
limitations would not be met. Claim 17 is allowable for the same 
reason as claim 14 as well as on its own accord. Claim 19 is 
allowable because none of the cited and applied references 
teaches or suggests an aluminide top coat. 

Claim 24 is allowable as presented. The coating shown in 
the Atita reference is applied to a substrate such as a 
transport support of glass or plastic, which support is used for 
applications such as windows, particular cellular telephone 
windows, etc. There is nothing in the reference which teaches or 
suggests applying the coating of Atita to a refractory metal 
core such as that shown in Schneider or Kirtchik. In order to 
make out a prima facie case of obviousness, it is not sufficient 
that an element of a combination is found somewhere in the prior 
art. There must be something which teaches or suggests the 
proposed modification or would motivate one of ordinary skill in 



Page 11 of 12 



■ 



Appl. NO. 10/685,631 



Docket No.: EH-11057 (03-545) 



Amdt. dated Nov. 21, 2005 

Reply to office action of Aug. 23, 2005 

the art to combine the references. There is nothing in the 
secondary reference to Atita which teaches or suggests applying 
the coating to a refractory metal core such as those shown in 
Schneider or Kirtchik. Certainly, there is nothing in the 
reference which would motivate one to utilize the Atita coating 
on a refractory metal core. The rejection is nothing more than a 
hindsight rejection. Accordingly, this rejection should be 
withdrawn. 

New claim 25 is allowable because none of the cited and 
applied references taken alone or in combination teach or 
suggest the combination of elements set forth in the claim. 

For the foregoing reasons, the instant application is 
believed to be in condition for allowance. Such allowance is 
respectfully solicited. 

The Director is hereby authorized to charge a fee of 
$1,000.00 for the additional independent claims to Deposit 
Account No. 21-0279. Should the Director determine that an 
additional fee is due, he is hereby authorized to charge said 
fee to said Deposit Account. 
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